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Specification 

1. Claim 7 is objected to because of the following informalities: A method according to 
claim 7 should be changed to A method according to claim 1 . Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. , Claims 1-4, 6, 8, 9, 1 1, 13, 14, 19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Iijima et al. (US Patent # 6,621,524) in view of Parulski et al. (US Patent # 
6,310,647). 

[Claim 1] 

Iijima et al. teaches a method of preparing a novelty digital photograph (See the A/D converter 4 
of the digital camera 100 in figure 1 used to generate digital images) of a subject (col. 4 lines 34- 
51), wherein is provided one or more templates (mask pattern memory 14B has multiple 
templates as taught in col. 18 line 62-col. 19 line 14),'comprising the steps of 

a. A digital photo device (camera 100) would have to be inherently powered on, said photo 
device having at least one display device (LCD 20) integral thereto (col. 4 lines 56-65, col. 5 
lines 36-45); 

c. displaying a preview of said subject on said display (col. 18 lines 47-59, figures 9, 10A); 

b. selecting at least one template from among said at least one templates (col. 18 line 60-col. 19 
line 14)[Although steps b and c are taught in opposite order their effect on the overall method is 
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the same i.e. selecting a template before displaying a preview of the subject would have no 
overall change on the result] 

d. simultaneously displaying in real-time a representation of said selected at least one. template 
together with said preview of said subject on said display while a user orients said photo device 
(col. 18 line 60-col. 18 line 25, figures 9, 10c and lOd, since a through image is being displayed 
on the LCD and is not yet captured, it is real time, also see col. 5 lines 36-45); 

e. activating (pressing release button 63) said photo device to capture a composite digital image 
of said subject and said selected at least one template (col. 19 lines 26-31); and, 

f. storing said composite image on a memory 14A thereby creating a novelty digital photograph 
of a subject (col. 19 lines 26-31. col. 18 lines 42-46). 

Iijima fails to teach storing the image on a computer readable medium. However Parulski 
et al. teaches that the images in a digital camera are stored on a removable memory card and then 
the memory card is inserted into computers 12 and 14 where an image can be edited, displayed 
or printed (col. 3 line 66-col. 4 line 16, figure 1). 

Therefore taking the combined teachings of Iijima and Parulski, it would be obvious to 
one skilled in the art at the time of the invention to have been motivated to have stored the 
images on a computer readable medium like a memory card so that the memory card provides 
greater data storage capability and an increased ease of transferring data to other applications like 
a computer, extremely small size which makes it easier to carry thereby making it extremely 
portable. 
[Claim 2] 
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Iijima teaches wherein at least a portion of said one template is a graphic template (the Examiner 
interprets "graphic" as at least any data in the form of a picture or image. Iijima teaches a mask 
pattern that is a picture or image and is therefore considered as a graphic template), said graphic 
template containing at least one transparent region therein (figures 10b and 10c shows a 
transparent region through which the object is displayed), said at least one transparent region 
being for viewing at least a portion of the subject therethrough (See figures lOb-lOd). 
[Claim 3] 

Iijima teaches a luminance processed pattern as shown in figures 1 1-1 Id (col. 19 lines 43-49) 
that is considered as video effects (Applicant's define effects as brightness, color, contrast etc. in 
Paragraph 42). 
[Claim 4] 

Parulski teaches when the memory card is inserted into the host computer that image is displayed 
and printed (col. 3 line 66-col. 4 line 16). Iijima as noted in claim 1 teaches composite images. 
[Claim 6] 

Parulski teaches when the memory card is inserted into the host computer that image is printed 
(col. 3 line 66-col. 4 line 16). Iijima as noted in claim 1 teaches composite images. Parulski does 
not teach printing on a generally flat medium. However Official notice is taken that it is 
notoriously common to print images on a flat piece of paper in order to have the images printed 
smoothly thereby having an image that is better in quality. Therefore taking the combined 
teachings of Iijima, Parulski and Official Notice, it would be obvious to one skilled in the art at 
the time of the invention to have been motivated to have printed images on a generally flat 
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medium in order to have the images printed smoothly thereby having an image that is better in 

quality. 

[Claim 8] 

Iijima teaches a method of creating a composite photograph within a digital photo device (See 
the A/D converter 4 of the digital camera 100 in figure 1 used to generate digital images), said 
digital photo device having a display device (LCD 20) at least for displaying previews of digital 
images (col. 4 lines 56-65, col. 5 lines 36-45), wherein is provided at least one user-selectable 
template (col. 18 line 60-col. 19 line 14), comprising the steps of: 

a. within said digital photo device, selecting a template from among said at least one templates 
(col. 18 line 60-col. 19 line 14); 

b. selecting a subject of said composite photograph (col 18 lines 47-59, figures 9, 10A); 
[Although steps a and b are taught in opposite order their effect on the overall method is the 
same i.e. selecting a template before selecting a subject would have no overall change on the 
result of the overall method] 

c. simultaneously displaying in real-time a representation of said selected template together with 
a representation of said subject on said display while a user orients said photo device to include 
an image of the subject within the template (col. 18 line 60-col. 18 line 25, figures 9, 10c and 
lOd, since a through image is being displayed on the LCD and is not yet captured, it is real time, 
also see col. 5 lines 36-45); 

d. activating said photo device to capture a composite digital image of said subject and said 
template (col. 19 lines 26-31. col. 18 lines 42-46); and, 
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Iijima fails to teach displaying a representation of said composite image on a computer 
display. However Parulski et al. teaches that the images in a digital camera are stored on a 
removable memory card and then the memory card is inserted into computers 12 and 14 where 
an image can be edited, displayed or printed (col. 3 line 66-col. 4 line 16, figure 1). 

Therefore taking the combined teachings of Iijima and Parulski, it would be obvious to 
one skilled in the art at the time of the invention to have been motivated to have displaying a 
representation of said images on a computer display card in order to have the images being 
displayed on a larger screen compared to a camera display thereby allowing the user to zoom in 
the images easily and also seeing the images more clearly. 
[Claims 9, 11, 13] 

See Examiner's notes regarding rejection of claims 2, 4 and 6 respectively. 
[Claim 14] 

Iijima teaches a real-time method (since a through image is being displayed on the LCD and is 
not yet captured, it is real time) of creating a composite digital image within a digital photo 
device (See the A/D converter 4 of the digital camera 100 in figure 1 used to generate digital 
images), said digital photo device having a preview display device (LCD 20) integral thereto col. 
4 lines 56-65, col. 5 lines 36-45), said display device at least for displaying previews of digital 
images, wherein is provided a plurality of user-selectable templates (col. 18 line 60-col. 19 line 
14), comprising the steps of: 

a. within said digital photo device, selecting at least one template from among said plurality of 
templates (col. 18 line 60-col. 19 line 14); 

b. selecting a subject of said composite digital image (col. 18 lines 47-59, figures 9, 10A); 
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[Although steps a and b are taught in opposite order their effect on the overall method is the 
same i.e. selecting a template before selecting a subject would have no overall effect on the result 
of the overall method] 

c. simultaneously displaying in real-time a representation of said selected at least one templates 
together with a representation of said subject on said preview display device while a user orients 
said photo device to include an image of the subject within the template as it appears in said 
preview display device (col. 18 line 60-col. 18 line 25, figures 9, 10c and lOd, since a through 
image is being displayed on the LCD and is not yet captured, it is real time, also see col. 5 lines 
36-45); 

d; activating said photo device to capture a composite digital image of said subject and said 
template (col. 19 lines 27-31, col. 18 lines 42-46); and, 

e. storing said composite image on a memory 14 A, thereby creating a composite photograph 
(col. 19 lines 27-31). 

Iijima fails to teach storing the image on a computer readable medium. However Parulski 
et al. teaches that the images in a digital camera are stored on a removable memory card and then 
the memory card is inserted into computers 12 and 14 where an image can be edited, displayed 
or printed (col. 3 line 66-col. 4 line 16, figure 1). 

Therefore taking the combined teachings of Iijima and Parulski, it would be obvious to 
one skilled in the art at the time of the invention to have been motivated to have stored the 
images on a computer readable medium like a memory card so that the memory card provides 
greater data storage capability and an increased ease of transferring data to other applications like 



Application/Control Number: 1 0/8 1 3,830 Page 8 

Art Unit: 2622 

a computer, extremely small size which makes it easier to carry thereby making it extremely 
portable. 

[Claims 19 and 20] 

See Examiner's notes regarding rejection of claims 4 and 6 respectively. 

4. Claims 7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Iijima et 
al. (US Patent # 6,621,524), Parulski et al. (US Patent # 6,310,647) and further in view of 
Okuzawa (US Patent # 4,01 1,571). 

[Claims 7 and 10] 

Iijima in view of Parulski fails to teach wherein the subject comprises a plurality of people. 
However Okuzawa teaches a mark 10 (template) that is used to photograph a plurality of people 
(col. 3 lines 14-20, figure 3b). Therefore taking the combined teachings of Iijima, Parulski and 
Okuzawa, it would be obvious to one skilled in the art at the time of the invention to have been 
motivated to have the subject that comprises a plurality of people in order to position the 
template 10 according to distance so as to make the taking ring focus on an image at a distance 
of 3 meters (col. 3 lines 7-14) improving the overall focus thereby having an image that is 
pleasing to the user. 

5. Claims 5, 12 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Iijima et al. (US Patent # 6,621,524), Parulski et al. (US Patent # 6,310,647) and further in view 
of Parulski et al. (US PG-PUB # 20030025808). 

[Claim 5] 

Iijima teaches a graphical template (the Examiner interprets "graphic" as at least any data in the 
form of a picture or image. Iijima teaches a mask pattern that is a picture or image and is 
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therefore considered as a graphic template as shown in figures 10b and lOd) but fails to teach 
wherein said selected template has a resolution commensurate with a resolution of said digital 
photo device, and wherein said representation of said selected at least one templates comprises a 
low-resolution version of said selected at least one templates. 

However Parulski '808 teaches a low resolution version of the templates desired by the 
user can be stored in the camera, so that the user can preview the final composite image. A high 
resolution version of the template can be used by the service provider to print the final composite 
image (Paragraph 28). Applicant's specification does not clearly describe the relation between a 
high resolution template with the resolution of the digital camera and the claim is also broad 
because it uses the word "commensurate" which means "equal in measure or proportionate to". 
Therefore Parulski 's teaching of a high resolution template is considered "commensurate" with 
that of the digital camera. 

Therefore taking the combined teachings of Iijima, Parulski '647 and Parulski '808, it 
would be obvious to one skilled in the art at the time of the invention to have been motivated to 
have used a high resolution template commensurate with a digital camera and a low resolution 
while previewing so as to preview the image along with low resolution in real time thereby 
making the process quicker and circuit less complex and to finally compose the image in high 
resolution in order to have a better quality image. 
[Claims 12 and 18] 

See Examiner's notes regarding rejection of claim 5. 
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Allowable Subject Matter 

6. Claim 15-17 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. The prior art fails to teach or suggest "A real-time method of creating a 
composite digital image within a digital photo device according to Claim 14, wherein is provided 
at least at least one template compatibility rule, and step (a) comprises the steps of wherein is 
provided at least at least one template compatibility rule, and step (a) comprises the steps of (al) 
within said digital photo device, choosing two or more templates from among said plurality of 
templates, (a2) selecting one or more of said template compatibility rules, (a3) using said 
selected template compatibility rules to determine whether said chosen two more templates are 
compatible, (a4) only if said selected templates are determined to be incompatible, requiring 
another selection according to step (a2), else, determining that said chosen two or more templates 
have been selected". 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yogesh K. Aggarwal whose telephone number is (571) 272-7360. 
The examiner can normally be reached on M-F 9:00AM-5 :30PM. 

7. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lin Ye can be reached on (571)-272-7372. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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8. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




October 14, 2007 



